REMARKS 

Reconsideration and entry of the amendment is respectfully requested. The 
amendment reduces the issues on appeal. Further, the amendment introduces no new matter, 
improves claim formatting, and insures parallelism between the composition and method 
claims. 

Upon entry of the amendment, claims 1, 3-7 and 10-1 1 are before the Examiner. 
Claims 2 and 9 are canceled. The subject matter of canceled claim 9 is introduced into both 
claims 4 and 10. Claim 1 has been amended to address the point of uncertainty raised by the 
Examiner. Claim 1 is additionally amended to recite the spherical nature of the particles and 
to include the subject matter of claim 2. Claims 4 and 10 have been additionally amended to 
improve formatting (Highlight steps A) and B)) and to more closely parallel claim 1 relative 
to product description. Claim 5 has been amended to insure that there is a clear line of 
demarcation between the instant application and U.S. Patent No. 6,676,719 (The patent is 
based on application serial No. 10/023,903, filed December 21, 2001. 

U.S. Patent No. 6, 676,719 (719 Patent )is again being brought to the Examiner's 
attention. The patent shows potassium-doped silica dispersions having a particle size less 
than 100 nm. The patent describes a quotient d n /d a for alkali-doped silicas of at least 0.7 
describes. This is indicated to be narrow relative to undoped pyrogenic silica. The patent 
further describes improved results for polishing processes using these alkali-doped silicas. 
See col. 7 and 8. The patent is assigned to Degussa AG and names two common inventors. 

Claims 1-3 are rejected under 35 U.S.C. 1 12, second paragraph, as failing to particularly 
point out and distinctly claim the subject matter which applicant regards as the invention. 
Applicants respectfully traverse. 

Claim 1 has been amended to more clearly set forth the potassium content of the particles. 
The overlap is removed, which should address the Examiner's concerns. Withdrawal of the 
rejection is respectfully requested. 
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Claims 1-7 and 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over CA 
2,223,377 taken in view of Vanell (6,423,638). Applicants respectfully traverse. 

Claims 1-3, 5, and 8 are directed to a narrow distribution of pyrogenically produced 
potassium-doped metal or metalloid oxide particles. The breadth of the particle distribution is at 
least 7. The doped particles have a minimum potassium content of more than 0.03% by weight. 
A morphological change occurs above this threshold. The criticality of the claimed ranges and/or 
step sequence is apparent from Figures 11A -13B (Table 4 and Example 7(20% potassium 
dopant)). These figures should be contrasted with Figures 8A-10B (Table 3 and Example 1 (no 
dopant)). 

It is respectfully submitted that the applied taken alone or in combination fails to establish 
a proper prima facie case of obviousness. 

Further, relative to the 1 1 9 Patent, there is a showing of highly desirable polishing results 
for dispersions having what appears to be the instant doped silica. The instant doped silica is an 
intermediate product relative to the 719 dispersions, final product. Weight should be given to 
these showings relative to the propriety of the prima facie case. 

Further, there is no teaching or suggestion in any of the references taken alone or in 
combination of the threshold potassium concentration for doped particles. The concentration 
correlate with the properties taught. See page 22 of the specification for a fuller explanation. 

The Mangold reference is equivalent to DE 196 50 500, which is cited on page 1, 

paragraph 2, of the instant specification. Mangold does not teach the claimed particle 

characteristics. There is no recognition of the criticality of claimed distribution range or of the 

conditions necessary to achieve it (see page 22 of the instant specification). There is only silence. 

Mangold discloses in Example 5 a method to produce doped silicon dioxide, which 
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contains potassium as a dopant. The content of KC1 taught in Example 5 is 0.5%. There is no 
mention of the claimed potassium content (dopant amount). Further, the oxygen introduction 
step of claim 1 1 is not taught or suggested by Mangold. 

The secondary reference, Vanell (US 6,423,638), does not remedy the deficiencies of the 
primary reference relative to the threshold concentration of potassium of more than three weight 
percent. Vanell does not mention alkali doped silica or recognize that doping of pyrogenic silica 
under specified conditions can directly lead to doped silica particles having a narrow distribution 
particle distribution range. There is also no recognition that doped silica having a potassium 
content above three percent enjoys a change in morphology which results in highly desired 
polishing properties. More than a narrow range of particle size distribution is achieved, e.g. 
spherical particles, etc.. 

Vanell does disclose the filtering of a colloidal silica suspension. However, fumed, 
pyrogenic silica is not mentioned in the Vanell patent as a source material for its process. Vanell 
only mentions silicon dioxide in column 15, line 45-59 as a point of comparison. Rather, Vanell 
employs colloidal silica as the source material, which is distinct from pyrogenic silica. See 
background section of the 719 Patent, e.g. dispersibility and purity. Please note pyrogenic silica 
is not dispersible. Accordingly, it is not clear from Vanell how a method of separation based on a 
dispersible material would be applied to one that is not. 

Further, the Vanell filter method only separates smaller particles from larger particles. 
The resultant filter product would not be expected to have a narrow distribution of particle sizes 
(gaussian) but rather have particles above or below the range of the filter depending on what is 
desired, e.g. filtrate or "retentate". This is not what is achieved by the claimed process. 

Accordingly, the combination of Mangold and Vanell is not suggested by the documents 

themselves- colloidal silica v pyrogenic, doped pyrogenic silica. Further, even if the references 
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were combined it is not readily apparent that the claimed limitation would be achieved- narrow 
breadth of particle distribution, potassium content of the doped particles, spherical particle shape, 
etc. Further, as shown in the 719 Patent, there is clear evidence that the dispersion containing 
. potassium doped silica particles have highly desirable polishing properties. These properties are 

not foreseeable based on the teaching of either reference, taken alone or in combination. 

To the degree that the Examiner is relying on the doctrine of inherency to meet claim 
limitation. The application needs to be explained. Further, certain inherent teachings are suitable 
as a basis for an obviousness rejection. 

Accordingly, a prima facie case has not been established. Withdrawal of the rejection is 
requested. 

In view of the foregoing amendments and remarks, the application is believed to be in 
condition for allowance and a notice to that effect is respectfully requested. 
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Should the Examiner not find the application to be in allowable condition or believe that a 
conference would be of value in expediting the prosecution of the application, Applicants request 
that the Examiner telephone undersigned to discuss the case and afford Applicants an opportunity 
to submit any Supplemental Amendment that might advance prosecution and place the 
application in allowable condition. 



January 26, 2007 
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Thomas G. Wiseman 



(Registration No. 35,046) 

VENABLE 
Post Office Box 34385 
Washington, DC 20043-9998 
Telephone: (202) 344-4000 
Direct dial: 202-344-4614 

Telefax : (202)344-8300 
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